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REMARKS 

By the present amendment, claims 1, 7-10 and 14 have been amended to replace "adhesive 
force" by "adhesive strength," and claims 7 and 14 have been amended to replace "the stretching 
ratio of the stretched norbornene-based resin film ranges from 1.01 times to 10 times" by "the 
stretched norbornene-based resin film has been stretched by a stretching ratio in the range from 
1 .01 to 10 times" and to add "the original length" at the end of claim 7 as in claim 14. 

Further, new claims 17-20 have been added. Support for the new claims is found in the 
original application, in particular in the Examples. 

Claims 1-20 are pending in the present application. Independent claim 1 and claims 2-7, 15 
and 17 dependent thereon are directed to an optically compensating film, independent claim 8 and 
claim 18 dependent thereon are directed to a polarizing plate comprising an optically 
compensating film, independent claim 9 and claim 19 dependent thereon are directed to a liquid 
crystal display comprising an optical compensating film and a polarizing plate, and independent 
claim 10 and claims 1 1-14, 16 and 20 dependent thereon are directed to a method for producing an 
optically compensating film. 

In the Office Action, claims 1 , 7, 8, 9, 10, and 14 are objected to regarding the unit "N/mm" 
for an "adhesive force" in claims 1, 8, 9 and 10, and the term "stretching ratio" applied to a 
"stretched film" in claims 7 and 14. 

The term "adhesive force" has been replaced by "adhesive strength" in claims 1, 7-10 and 
14 for clarification of the property conventionally measured by the unit "N/20mm." Further, with 
respect to claims 7 and 14, it is submitted that the term "stretching ratio" means conventionally the 
ratio between the film dimension after stretching and the film dimension before stretching. For 
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further clarification, claims 7 and 14 have been amended to recite that the stretched 
norbornene-based resin film has been stretched by a stretching ratio in the range from 1.01 to 10 
times. 

In view of the above, it is submitted that the objections should be withdrawn. 

Next, in the Office Action, claims 1-10 and 12-16 are rejected under 35 U.S.C. 103(a) as 
obvious over US 5,543,948 to Takahashi et al. ("Takahashi") in view of JP 05-08621 1 to Matsui et 
al. ("Matsui"), and claim 1 1 is rejected under 35 U.S.C. 103(a) as obvious over Takahashi in view 
of Matsui and further in view of US 5,725,960 to Konishi et al. ("Konishi"). 

It is acknowledged in the Office Action that Takahashi is silent as to an adhesion value 
between an adhesive and a stretched norbornene resin sheet, but it is alleged that Matsui discloses 
a strong adhesive property between an adhesive layer and a thermoplastic norbornene resin, and 
with respect to claim 11, that Konishi discloses a corona discharge treatment to improve surface 
tension. 

Reconsideration and withdrawal of the rejections is respectfully requested. It is submitted 
that Matsui relates to a primer layer, not an adhesive layer, so that the primer layer of Matsui is 
incapable of providing an adhesive strength as specified in the present invention. 

Specifically, Matsui discloses a primer layer of a cyclopentadiene-based resin formed on a 
thermoplastic norbornene-based resin, and an adhesive, for example, an acrylic adhesive, applied 
on the primer layer so that the laminate thus obtained is bondable to an adherend (see JP 
05(1993)-86211A at para. [0028] and claim 1). The primer layer of Matsui is a primer to be 
applied on the adherend prior to the application of an adhesive, and the primer is intended to 
provide stable adhesion performance. Examples of such a primer include a synthetic resin. 
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However, a conventionally known drawback of using a resin alone as a primer, as in 
Matsui, is that the primer cannot provide sufficient adsorptive force with respect to an adherend or 
an adhesive (see, e.g., the attached excerpt from Handbook on Adhesion and partial English 
translation). Based on this common knowledge in the art, the difference between a primer layer 
and an adhesive layer is easily understood, and the primer layer of Matsui is clearly not an 
adhesive layer. Thus, the teachings of Matsui relate to the use of a particular primer composition 
with a view at increasing stickiness between a norbornene-based resin layer and a primer layer 
and/or stickiness between an adhesive layer and a primer layer, which is understandable, based on 
the above-described characteristics of a primer. 

In summary, the "increased adhesive force" between the thermoplastic norbornene-based 
resin and adhesive layer mentioned at para. [0042] of Matsui is attributed to the increased adhesive 
strength between the norbornene-based resin film and a primer layer and/or the increased adhesive 
strength between the primer layer and the adhesive layer, i.e., it relates to the adhesive strength of 
a primer layer, not an adhesive layer. Accordingly, Matsui does not provide any teaching 
regarding increasing an adhesive force between a norbornene-based resin and an adhesive layer, as 
is the case in the present invention. As a result, a person of the art would have had no motivation to 
combine Takahashi and Matsui, and any combination of these references would not have resulted 
in the presently claimed invention. Therefore, present claims 1 -1 0 and 12-1 6 are not obvious over 
Takahashi and Matsui taken alone or in any combination. 

Further, with respect to the dependent claims, it is submitted that the cited references fail to 
teach or suggest the combinations of features as recited in these respective claims. Therefore, for 
these respective reasons alone, the dependent claims are not obvious over the cited combinations 
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of references. 

In particular, with respect to claim 1 1, it is submitted that Konishi discloses carrying out a 
surface modification treatment and treatment of forming a primer layer with respect to a 
norbornene-based resin. Konishi refers to corona discharge treatment as an example of the surface 
modification treatment and explains that the corona discharge treatment is intended to increase the 
adhesion between a hard coat layer and the norbornene-based resin (see Konishi at col 1, line 65 
and from col. 3, line 66 to col. 4, line 4). 

However, as explained above, a primer layer formed only of a resin has insufficient 
adsorptive force with respect to an adherend or an adhesive. Accordingly, the primer layer of 
Konishi is not an adhesive layer, and it is clear that such primer layer cannot have the adhesive 
characteristics achieved by the presently claimed invention. In other words, the constituent 
features of Konishi are different from those of the present invention. Accordingly, a person of 
ordinary skill in the art would not have been motivated to combine Konishi with the other cited 
references, and any such combination would not have resulted in providing a corona discharge 
treatment as a surface treatment in a method for producing an optical compensating film formed by 
coating an adhesive onto a stretched norbornene-based resin film, as recited in present claim 1 1 . 
Therefore, for this reason alone, present claim 1 1 is not obvious over the cited references taken 
alone or in any combination. 

Also, with respect to claims 17-20, it is submitted that Matsui and Konishi relate to primer 
layers, as discussed above, so that they provide no teaching or suggestion regarding adhesion 
between a norbornene-based resin film and an adhesive layer disposed directly on the 
norbornene-based resin film, as recited in present claims 17-20. Therefore, for this reason alone, 
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present claims 17-20 are not obvious over the cited references taken alone or in any combination. 



In view of the above, it is submitted that the rejections should be withdrawn. 

In conclusion, the invention as presently claimed is patentable. It is believed that the claims 
are in allowable condition and a notice to that effect is earnestly requested. 

In the event there is, in the Examiner's opinion, any outstanding issue and such issue may 
be resolved by means of a telephone interview, the Examiner is respectfully requested to contact 
the undersigned attorney at the telephone number listed below. 

In the event this paper is not considered to be timely filed, the Applicants hereby petition 
for an appropriate extension of the response period. Please charge the fee for such extension and 
any other fees which may be required to our Deposit Account No. 50-2866. 

Respectfully submitted, 



Atty. Docket No.: 020589 
Customer No.: 38834 

1250 Connecticut Avenue NW Suite 700 

Washington, D.C. 20036 

Tel: (202)822-1100 

Fax: (202)822-1111 

NES:rep 



WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP 




Nicolas E. Seckel 
Attorney for Applicants 
Reg. No. 44,373 
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Chapter II Adhesives 



16. Adhesive primer 



16.3.4 Primer types 



733 



(Page 733) 

16.3.4 Primer types 

Materials that are used for primers can roughly be categorized into the 
following three types. 

(1) Synthetic resins 

(2) Coupling agents (for example, Si-based, Tibased, and Al-based coupling 
agents) 

(3) Other high activity compounds 

As for the synthetic resins listed in Item (l), since a primer should have 
affinity for both an adhesive and an adherend, generally used is a resin having 
a moderate or higher polarity. Similarly to coatings, the synthetic resins can 
take varieties of forms such as a thermoplastic resin, a thermosetting resin, an 
oily resin, an aqueous resin, a solventless resin, a resin with/without a filler 
and the like. The synthetic resins have advantages that, for example, a 
synthetic resin forms a primer having a thickness enough to function also as a 
stress buffer, and is effective in vertically blocking deterioration-causing matter 
from entering into an interface. The synthetic resins are, however, 
disadvantageous hi that, for example, the use of a resin alone cannot provide 
sufficient adsorptive force with respect to an adherend or an adhesive, and in 
that being a polymer, a synthetic resin has limited compatibility with an 
adhesive or the like. 
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